Application/Control Number: 10/617,585 
Art Unit: 1796 



Page 2 



DETAILED ACTION 

1 . In view of the amendment filed February 2, 2010, claim 18 has been cancelled. 
Claims 1-17, 19-30 are pending. Claims 2, 4, 22-25 are drawn to non-elected subject 
matter. Claims 1, 3, 5-17, 19-21, 26-30 are examined with merit. 

2. In view of the amendment filed February 2, 2010, the rejection of claims 1 , 3, 5- 
11, 13-16, 18-21, 26-30 under 35 U.S.C. 112, first paragraph, is withdrawn. Further, in 
view of the amendment filed February 2, 201 0, the rejection of claims 1 , 3, 5-11 , 1 3-1 6, 
18-21 , 26-30 under 35 U.S.C. 102(b) as being anticipated by Hintze-Bruning et al. (US 
6,297,314), is withdrawn. Further, the rejection of claims 12 under 35 U.S.C. 103(a) as 
being unpatentable over Hintze-Bruning et al. (US 6,297,314) in view of Roesler et al. 
(US 2003/0232942 Al), is withdrawn. The rejection of claims 17 under 35 U.S.C. 103(a) 
as being unpatentable over Hintze-Bruning et al. (US 6,297,314) in view of Gupta et al. 
(US 6,867,250), is withdrawn. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 
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4. Claims 1,3,5-11,1 3-1 6, 18-21, 26-30 are rejected under 35 U.S.C. 1 02(b) as 
being anticipated by Singer et al. (US 6,013,733). 

1. (Currently Amended) A coating composition comprising 
crosslinkable and crosslinking components, wtierein said crosslinlcable 
component comprises: 

a copolymer having on an average 2 to 25 crosslinkable groups 
selected from the group consisting of hydroxyl, acetoacetoxy, carboxyl, primary 
amine, secondary amine, epoxy and a combination thereof; a weight average 
molecular weight ranging from about iOOO to 4500; a polydlsperslty ranging from 
about 1 .05 to 2.5; wherein said copolymer is polymerized from a monomer 
mixture comprising one or more non-functional acrylate monomers and one or 
more functional methacrylate monomens provided with said crosslinkable groupSy 
and optionally one or both of: (i) up to 1 0% by w e ight of one or more funct i ona l 
ocry l ato monomoro provided with so l d crosoi l nkob l o groupo and j[ ii ) up to 1.0% by 
w e ight of on e or mor e non functiona l m e thacry l at e monom e re ; wherein said 
functional methacrylate monomers are present in an effective amount for 
producing said copolymer having on an average 2 to 25 crosslinkable groups and 
having said weight average molecular weight; wherein said copolymer is 
produced by free radical polymerization of said monorner mixture at a 
polymerization temperature ranging from about 120°G to SOCC; and 

wherein said crosslinking component for said crosslinkable groups is 
selected from the group consisting of polyisocyanate, polyamine, ketimine, 
melamine, epoxy, polyacid and a combination thereof : and 

wherein said monomer mixture includes 100% to 80% of the total 
amount of the non-functional acrylate monomers and the functional methacrylate 
monomers, percentage being in weight percentage based on the weight of the 
monomer mixture . 
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26. (Currently amended) A coating composition CQmprtsing 
crosslinkable and crosslinking components, wherein said crossllnlcable 
component consists essentially of: 

a copolymer hiaving on an average 2 to 25 crosslinkable groups 
selected from the group consisting of hydroxyl, acetoacetoxy, primary amine, 
secondary amine, and a combination thereof; a weight average moieeular 
weight ranging from about 10QO to 4500; a poiydispersity ranging from about 
1 .05 to 2.5; wherein said copolymer is polymerized from a monomer mixture 
consisting of one or more non-functional acrylate monomers and one or more 

functional methacrylate monomers provided with said funct i ona l crosslinkable 
groups, and opt i ona ll y one or both of: (i)-ue- 0.01% to 10% by weight of one or 
more functional acrylate monomers provided with said crosslinkable groups 
and (ii)-fctB -0.01% to 10% by weight of one or more non-functional 
methacrylate monomers , percentage being in weight percentage based on 
the total weight of the monomer mixture : and 

wherein said crosslinking componerit for said crosslinkable groups is 
selected from the group consisting of polyisocyanate, ketimine, melamlne, 
and a combination therieof. 



Applicants' specification (page 7) provides the definitions and examples of 
functional acrylates and methacrylates, as well as the non-functional acrylates and 
methacrylates. The non-functional groups are selected from the group consisting of 
linear Ci to C20 alkyi, branched C3 to C20 alkyi, cyclic C3 to C20 alkyi, bicyclic or 
polycyclic C5 to C20 alkyi, aromatic with 2 to 3 rings, phenyl, Ci to C20 fluorocarbon and 
a combination thereof. The functional groups are selected from the group consisting of 
hydroxyl, carboxyl, acetoacetoxy, primary and secondary amine, epoxy and a 
combination thereof. 

Singer et al. (col. 18-23, Table 1-6, examples 1-13) disclose resin coating 
compositions meet the claimed composition requirements of "said monomer mixture 
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includes 100% to 80% of the total amount of the non-functional acrylate monomers and 
the functional methacrylate monomers, percentage being in weight percent based on 
the weight of the monomer mixture" of claim 1 , or the claimed requirement of "0.01 % to 
10% by weight of one or more functional acrylate monomers provided with said 
crosslinkable groups and (ii)0.01% to 10% by weight of one or more non-functional 
methacrylate monomers, percentage being in weight percentage based on the total 
weight of the monomer mixture" of claim 26. 

Regarding the claimed "polymerization temperature ranging from about 120°C to 
300°C", Singer et al. (col. 21 , line 51 ) clearly teach the polymerization temperature of 
130°C. 

Regarding the claimed "polyisocyanate" of claim 3, Singer et al. (col. 4, line 23- 
24) clearly teach the use of crosslinking agents including diisocyanate. Singer et al. (col. 
4, line 45-46; col. 5, line 55 to col. 6, line 8) disclose the use of polyisocyanates. 

Regarding the claimed "epoxy" groups. Singer et al. (col. 8, line 9-26) clearly 
teach copolymers comprising 3.5 to 5.9 moles of epoxy groups. 
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Regarding tine claimed VOC feature of claim 7, according to the amount of 
solvents disclosed in tlie working examples in the tables above, the theoretical amount 
of the VOC based on the solvent contents clearly meet the VOC of 0"1 kg to 0.72kg" 
being claimed. 

Regarding the claimed "tert-amine", Singer et al, (col, 27, line 35) disclose the 
use of methyl dicocoamine. Singer et al. (col. 12, line 55) also teach the use of tert- 
amine. 

Regarding the claimed "coating" applications. Singer et al. (col. 15, line 62 to col. 
17, line 23) clearly teach the application as a coating for the disclosed resin 
composition. Singer et al. (col. 16, line 1-5) disclose the use of pigments. 
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Regarding the claimed glass transition temperatures of the copolymers ranging 
"from about -10°C to 80 °C", Singer et al. (col. 14, line 22-24) teach that the disclosed 
acrylate copolymer can have glass transition temperature of less than 0°C. 

In view of the substantially identical polymeric composition and substantially 
identical molecular weight properties (preferably 1000 to 15,000 g/mol.) (col. 14, line 25- 
28) being claimed and disclosed in Singer et al., and in view of the substantially 
identical polymerization method of using free radicals for the polymerization process, 
the examiner has a reasonable basis to believe that the claimed polydispersity of 1 .05 
to 2.5 is inherently possessed in Singer et al. Also, according to the above tables. 
Singer et al. clearly teach the molecular weight range being claimed. 

In view of the substantially identical components for the polymeric composition of 
Singer et al. and as claimed which control the amount of functional group in the 
copolymers, the examiner has a reasonable basis to believe that the claimed "2 to 25 
crosslinkable groups" are inherently possessed in Singer et al. 

Regarding the claimed "gage pressure" of claim 21, applicants must recognize 
that "[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 

subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



6. Claims 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Singer 
et al. (US 6,013,733) in view of Roesler et al. (US 2003/0232942 A1). 

Set forth from paragraph 4 of instant office action, the invention of claim 12 is 
very similar to the composition of claim 1 2. 

The difference between the invention of claim 12 and Singer et al. is that Singer 
et al. are silent on a coating composition comprising isocyanatopropyl trimethoxy silane. 

Roesler et al. (abstract; 0061) disclose polyurethane coating compositions that 
are very similar to the polyurethane coating compositions of Singer et al. in that both 
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disclose tlie use of polyols, and polyisocyanates for preparing polyurethane based 
coating compositions. In view that both Roesler et al. and Rink et al. are in the field of 
endeavors of developing novel polyurethane coating compositions, it would have been 
obvious to one of ordinary skill in art to incorporate the isocyanatopropyl trimethoxy 
silane teaching of Roesler et al. (page 5, 0067) into composition teachings in Singer et 
al. to obtain the invention of claim 12, motivated by the expectation of success of 
developing a coating system that is moisture curable (page 1 , 0001 ; page 5, 0069- 
0074). 

7. Claims 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Singer 
et al. (US 6,013,733) in view of Gupta et al. (US 6,867,250). 

Set forth from paragraph 4 of instant office action, the invention of claim 17 is 
very similar to the composition of claim 17. 

The difference between the invention of claim 17 and Singer et al. is that Singer 
et al. are silent on a coating composition comprising aldimine. 

However, Gupta et al. (col. 31 , line 21-30) disclose the advantages of using 
latent reactive functionality (where block isocyanate are used) in a coating composition 
comprising polyurethane (col. 18, line 26-30). 
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In view of tlie substantially identical endeavors of developing blocked isocyanate- 
containing based coating, it would have been obvious to one of ordinary sl<ill in art to 
incorporate the aldimines teachings of Gupta et al. into Singer et al. to obtain the 
invention of claim 17. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K. Cheung whose telephone number is (571) 
272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.goyou have 
questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



/William K Cheung/ 

Primary Examiner, Art Unit 1796 

William K. Cheung, Ph. D. 
Primary Examiner 
April 6, 2010 
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